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In the United States Patent and Trademark Office 



In re application of : 



CHATURVEDIet al. 



Application No. 



: 09/927,288 



Group No. 



1625 



Filed 



: August 10, 2001 



Examiner 



: Taylor V. Oh 



For: IR AND/OR SM PROMOTED MULTI-METAL OXIDE CATALYST 

MAIL STOP APPEAL BRIEF - PATENTS 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



This is an appeal from the rejection dated June 18, 2003 finally rejecting claims 4 
and 5. The rejected claims are set out in the Appendix. Appellants filed a Notice of 
Appeal pursuant to 37 C.F.R. § 1.191 on September 17, 2003. 

(1) Real Party In Interest 

The owner of the present application and the invention contained therein is 
ROHM AND HAAS COMPANY. 

(2) Related Appeals and Interferences 
No appeals or interferences are known to appellants, the appellants' legal 
representative, or the assignee which will directly affect or be directly affected by or have 
a bearing on the Board's decision in the pending appeal. 
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(3) Status Of Claims 

The status of the claims is as follows: 
Claims pending: 4 and 5 
Allowed claims: none 
Claims objected to: none 
Claims rejected: 4 and 5 
Claims on appeal: 4 and 5 

Claims withdrawn from consideration by the Examiner: none. 

(4) Status Of Amendments After-Final Rejection 

No amendments were filed after final rejection of the present application. 



(5) Summary Of Invention 

The present invention provides a catalyst comprising a promoted mixed metal oxide 
having the empirical formula 

A a MbN c X d IreO g 

wherein A is at least one element selected from the group consisting of Mo and W, M is 
at least one element selected from the group consisting of V and Ce, N is at least one 
element selected from the group consisting of Te, Sb and Se, and X is at least one 
element selected from the group consisting of Nb, Ta, Ti, Al, Zr, Cr, Mn, Fe, Ru, Co, Rh, 
Ni, Pt, Sb, Bi, B, In, As, Ge, Sn, Li, Na, K, Rb, Cs, Fr, Be, Mg, Ca, Sr, Ba, Ra, Hf, Pb, P, 
Pm, Eu, Gd, Dy, Ho, Er, Tm, Yb and Lu; and 

wherein, when a = 1, b = 0.01 to 1.0, c = 0.01 to 1.0, d = 0.01 to 1.0, e = 0.001 to 
0.1, and g is dependent on the oxidation state of the other elements. 



(6) Issues Presented for Review on Appeal 

The following issue is present for review on appeal: 
Whether or not claims 4 and 5 are unpatentable under 35 USC § 1 12, first 
paragraph, for lack of enablement. 
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(7) Grouping Of Claims 

Claims 4 and 5 stand or fall together. 

(8) Argument 

Regarding whether or not claims 4 and 5 are unpatentable under 35 USC § 1 12, 
first paragraph, for lack of enablement. 

None of the Office Actions in the present application has presented facts to 
support the assertion that "undue experimentation" would be required to practice the 
present invention. Rejection of claims as being non-enabled requires "the Patent Office, 
whenever a rejection on this basis is made, to explain why it doubts the truth or accuracy 
of any statement in a supporting disclosure and to back up assertions of its own with 
acceptable evidence or reasoning" refuting the asserted teaching of the invention. In re 
Marzocchi, 439 F.2d 220, 224 (C.C.P.A. 1971). The Office has not met its burden to 
provide such evidence or reasoning. "However, specific technical reasons are always 
required." M.P.E.P. § 2164.04. The rejections merely state that there are not "sufficient 
working examples" to support the claims. However, Applicants are not required to 
present any examples at all, and the C.C.P.A. has stated that the claims may be supported 
"either by the use of illustrative examples or by broad terminology." In re Marzocchi, 
439 F.2d at 223. Applicants respectfully submit that the teachings of their application 
provide the required support for the claims. The mere assertion that there is not "a 
sufficient number of compounds to support the relatively broad claims" has been rejected 
previously by the Board of Patent Appeals and Interferences, which reversed such an 
enablement rejection as "not supported by evidence, facts or sound scientific reasoning." 
Ex parte Reese, 40 U.S.P.Q.2d 1221 (B.P.A.L 1996). 

Moreover, the Office has relied on Ex parte Sizto for the proposition that "any 
catalyst compositions" are unpredictable. Such reliance is misplaced. In Sizto, the 
B.P.A.L upheld an enablement rejection on the basis that "enzyme and non-enzyme 
catalysts are so divergent." Ex parte Sizto, 9 U.S.P.Q.2d 2081, 1988 Pat. App. LEXIS 26, 
*7 (B.P.A.L 1988). The actual comment made by the B.P.A.L regarding unpredictability 
was that the characteristics of "metal complexes and electron transfer agents as compared 
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to enzymes" were unpredictable. Id. at *7-*8 (emphasis added). Sizto's claims merely 
recited "a catalyst" without specifying a particular class of catalysts. Id. at *1. The Board 
upheld the enablement rejection because one class of catalysts may behave very 
differently from another, i.e., because "the enzyme and non-enzyme catalysts are so 
divergent." Id. at *7. Therefore, the holding in Ex parte Sizto makes no general 
statement about unpredictability within a particular class of catalysts. Thus there is no 
basis for applying Sizto to a situation like the present case, in which the claims recite only 
a single class of catalysts, i.e., the class of multi-metal oxides. Moreover, Applicants' 
claimed catalysts are all within the still narrower class of iridium-promoted multi-metal 
oxides. 

In fact, Sizto actually supports the patentability of the present claims. After the 
statements quoted above, the B.P.A.L went on to say that "the disclosure is enabling only 
for claims limited to catalysts which are enzymes." Id. at *9. Sizto had provided a 
"single example disclosing an enzyme catalyst." Id. at *7. Accordingly, the Board in Ex 
parte Sizto was of the opinion that a single example of an enzyme catalyst could enable 
claims reciting any enzyme catalyst, of which there are millions. Applicants respectfully 
submit that in the present case, the solely numerical argument made in the Office Actions 
that the number of examples is insufficient to support Applicants' claims simply cannot 
alone support an enablement rejection. Specific technical reasons are required, and have 
not been provided. There is no basis in the record to assert that Applicants' claimed 
catalysts, which are all within the class of multi-metal oxides, could not be prepared and 
used by one of ordinary skill in the art. 

Accordingly, the rejection is improper. Appellants respectfully request the 
reversal of the rejection and allowance of the pending claims. 

CONCLUSION 

Based on the foregoing, Appellants respectfully submit that the pending claims are 
currently in condition for allowance. Appellants respectfully request the Board-to pass 
the pending claims to allowance. 

Enclosed herewith, Appellants have filed a Certificate of Mailing to establish the 
timely filing of this Appeal Brief. 
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The Commissioner is hereby authorized to charge any additional fee which may 
be required, or to credit any overpayments to Deposit Account 18-1850. 

Respectfully submitted, 

Kenneth Crimaldi 
Attorney for Appellants 
Registration No. 40,968 

ROHM AND HAAS COMPANY 
100 Independence Mall West 
Philadelphia, PA 19106-2399 
Telephone : (215)592-2423 
October 22, 2003 
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APPENDIX 

4. A catalyst comprising a promoted mixed metal oxide having the empirical 
formula 

AaMbNcXdlTeOg 

wherein A is at least one element selected from the group consisting of Mo and W, M is 
at least one element selected from the group consisting of V and Ce, N is at least one 
element selected from the group consisting of Te, Sb and Se, and X is at least one 
element selected from the group consisting of Nb, Ta, Ti, Al, Zr, Cr, Mn, Fe, Ru, Co, Rh, 
Ni, Pt, Sb, Bi, B, In, As, Ge, Sn, Li, Na, K, Rb, Cs, Fr, Be, Mg, Ca, Sr, Ba, Ra, Hf, Pb, P, 
Pm, Eu, Gd, Dy, Ho, Er, Tm, Yb and Lu; and 

wherein, when a = 1, b = 0.01 to 1.0, c = 0.01 to 1.0, d = 0.01 to 1.0, e = 0.001 to 0.1, and 
g is dependent on the oxidation state of the other elements. 

5. The catalyst according to claim 4, wherein A is Mo and N is Te. 
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